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DETAILED ACTION 
Claim Rejections • 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public-use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

2. Claims 1-13, 19-27, 29, and 44-50 are rejected under 35 U.S.C. 102(b) as 
being anticipated by US 4,521,210 to Wong. Wong discloses an eye implant for 
relieving glaucoma that discloses substantially all the claimed limitations. Wong's 
implant comprises an elongate body with a forward and back end, sharp leading 
edge 50, a fusiform cross-sectional shape (see FIG 3B), a shoulder surface 44 
with an area of increased width, and channels, slits, or conduits that run through 
the device with openings at perforations 70 to channel fluid therethrough. (Since 
the openings are located on the upper surface of the implant, they are arranged 
at an acute angle from the upper surface.) The device has substantially coplanar 
upper and lower surfaces, and is made of a semi-rigid biocompatible material 
that may not be porous and curved to conform to the shape of the eye (see FIG 
3B), and further comprises a grooved surface (see column 4, lines 15-55, column 
7, lines 50-51 , FIGS 3C, 15A). The implant further comprises notches 52, 54. and 
extends from the anterior chamber to the suprachoroidal space (see column 5, 
lines 35-55). Wong's device further comprises both planar and grooved surfaces 
on the upper and lower portions of the implant that are suitable for grasping by a 
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surgical tool for insertion into the eye. A recitation with respect to the manner in 
which a claimed apparatus or component is intended to be employed does not 
differentiate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations. 

3. With regard to applicant's method, Wong discloses the step of making an 
incision through the sclera, providing the claimed conduit, inserting it into the 
anterior chamber of the eye (which requires grasping of some sort, since the 
implant is not capable of self-implantation), maneuvering the back end of the 
implant into the suprachoroidal space while positioning the shoulder or cross-arm 
into the correct location, and suturing the incision closed (see column 5, lines 10- 
60). 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

5. Claims 15-16, 30, 31, 34-41, and 43 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over US 4,521,210 to Wong in view of US 5,599,330 to 
Rainin. Wong discloses the device as claimed with the exception of a wicking 
member to carry fluid through the implant. Rainin discloses a surgical wicking 



member, disclosing that a tube may comprise a wicking member via capillary 
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action in order to remove fluid from a large area for aspiration. Therefore, it would 
have been obvious to one having ordinary skill in the art at the time the invention 
was made to substitute the conduits provided in the Wong implant with capillary 
tubes, as taught by Rainin, in order to remove fluid from a large surface area for 
aspiration, as taught by Rainin. 

6. Claims 14, 18, and 32-33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 4,521 ,210 to Wong in view of 5,476,445 to Baerveldt et al. 
Wong discloses the device as claimed with the exception of suture bores and a 
tube extending from the implant. Baerveldt discloses an ocular implant for 
glaucoma relief with a generally planar surface adapted to the curvature of the 
eye, with a conduit that may or may not extend the length of the implant (see 
FIGS 5, 9a, 9b) connected to a drainage tube 41 that spans the eye to drain 
excess fluid to the anterior chamber of the eye. The Baerveldt implant further 
comprises suture bores 74-77 that prevent the migration of the device into the 
eye socket tissue. Therefore, it would have been obvious to one having ordinary 
skill in the art at the time of the invention to provide multiple suture points, 
including suture bores, to the Wong device to prevent the migration of the device 
to the eye socket, as taught by Baerveldt. Further, it would have been obvious to 
one having ordinary skill in the art at the time of invention to add a drainage tube 
disclosed by Baerveldt to the Wong device in order to span the eye and direct 
excess fluid to a diverse portion of the eye, as taught by Baerveldt. 

7. Claim 42 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
US 4,521 ,210 to Wong in view of US 5,599,330 to Rainin further in view of 
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5,476,445 to Baerveldt et al. It would have been obvious to one having ordinary 
skill in the art at the time of the invention to provide the implant with the wicking 
members as disclosed by Wong and Rainin with suture bores as disclosed by 
Baerveldt in order to provide multiple suture points, including suture bores, to the 
Wong device to prevent the migration of the device to the eye socket, as taught 
by Baerveldt. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure: 

a. US 6,142,969 Nigam 

i. Sutureless implantable glaucoma treatment device 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Leslie R. Deak whose telephone number is 
571-272-4943. The examiner can normally be reached on M-F 7:30-5:00, every 
other Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Tanya Zalukaeva can be reached on 571-272-1 115. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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